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OFFICE ACTION SUMMARY 



^£^Responsive to communication (s) filed on _ 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, r . ™ 
accordance with the practice under Ex parte Quayle, 1935 D.C. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 



whichever is longer, from the mailing date of this communication. Failure to respond within 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained 
1.136(a). 



prosecution as to the merits Is closed in 



_ month (s), or thirty days, 



the period for response will cause 
under the provisions of 37 CFR 



Disposition of Claims 



^ Claim(s) . 



/ Of the above, claim(s) 

□ Claim(s) 

Claim(s) 

□ Claim(s) 

□ Claim(s) 



is/are pending in the application. 

Js/are withdrawn from consideration. 
' is/are allowed. 



is/are rejected. 

Js/are objected to. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objectec 



are subject to restriction or election requirement. 



□ The proposed drawing correction, filed on 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 
□ All □ Some* □ None of the CERTIFIED copies of the priority documents ha\/e beer? 

□ received. 

□ received in Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 

'Certified copies not received: ____ 



to by the Examiner. 

is □ approved □ disapproved. 



17.2(a)). 



□ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attachment(s) 



□ Notice of Reference Cited, PTO-892 

^^Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-41 3 

□ Notice of Draftperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 



-SEE OFFICE ACTION ON THE FOLLOWING PA3ES- 



Application/Control Number: 10/075,184 Page 2 

Art Unit: 1617 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dunn et al in view of Olsen '540. 

Dunn et al. Teach a biodegradable implant (Abstract). Copolymers comprising 
greater than 80% caprolactone are specified (Table I Sample No. (964-124-1). Protein 
drugs are disclosed (column 6 line 64). Homopolymers are specified (column 4 lines 
52-53). Addition of a Bioactive agent prior to injection is specified (column 6 lines 35- 
38). 

Olsen '540 teaches blending 5-59% crystallization modifiers such as fatty acid 
esters of glycerol with 95-5% copolymers of caprolactone to achieve controlled release 
(column 3 lines 25-45, column 4 line 66 column 5 line 9). 

It would be obvious to one of ordinary skill to add crystallization modifiers to the 
vehicle of Dunn et al. to achieve the beneficial effect of controlled release in view of 
Olsen '540. 

Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Olson '540 in view of Dunn. 

Olson '540 teaches a matrix containing 95-5% homopolymer of polycaprolactone 
and 5-95% crystalline fatty acid ester (column 3 lines 25-39). 
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Dunn et al teach implants comprising caprolactone for delivery of protein drugs 
(see previous 103). 

It would have been obvious to one of ordinary skill to deliver protein drugs in the 
vehicle of Olson '540 for the beneficial effect thereof in view of Dunn's teaching that 
such drugs are deliverable in a vehicle comprising polycaprolactone. 

No claims allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edward J. Webman whose telephone number is 308- 
4432. The examiner can normally be reached on Monday-Friday 9am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, S. Padmanabhan can be reached on 305-1877. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 308-1234. 

Webman/tgd 
December 30, 2003 
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